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DETAILED ACTION 
Election/Restrictions 

1. Claims 1-8, 13, 15, and 24-26 are witlidrawn from further consideration pursuant 
to 37 CFR 1 .142(b) as being drawn to eitlier a nonelected invention (claims 1-8, 26) or a 
nonelected species (claims 13, 15, 24, 25), there being no allowable generic or linking 
claim. Election was made without traverse in the reply filed on 10/21/2009. 

Information Disclosure Statement 

2. The information disclosure statement filed 10/21/2009 fails to comply with the 
provisions of 37 CFR 1.97, 1.98 and MPEP § 609 with regards to cited references AH1 
and AZ1 because US patents must be identified by the inventor in addition to the patent 
number and issue date. Similarly, reference CQ fails to comply with the provisions of 37 
CFR 1.97, 1.98 and MPEP §609 because publications must be identified by author. 
Regarding foreign references BO and BK, applicant did not provide an English abstract 
or statement of relevance. The cited references therefore have not been considered. 

3. With regards to reference no. CR, the examiner notes that references CR and 
CB recite the same authors, the same journal, the same publication year/volume, and 
the same last page for the articles. It therefore appears that the recitation of different 
starting pages is a typographical error and that cited reference CR is merely a repetition 
of CB. Similarly, reference CT cites the same article as CO; reference CP cites the 
same article as CC; and reference CS cites the same article as CA. 
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Claim Objections 

4. Claim 19 is objected to under 37 CFR 1.75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the clalm(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. Claim 19 depends from 
claim 18 and recites values for the thermomechanical analysis penetration depth and 
flexural modulus of the claimed multi-block copolymer; however, these values are 
already recited in claim 18. Claim 19 therefore does not introduce any new limitations. 



Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 10 and 27 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

7. Claim 10 recites the limitation "the interpolymer" in claim 9. There is insufficient 
antecedent basis for this limitation in the claim. The examiner suggests replacing the 
term "interpolymer" with "multi-block copolymer." 

8. Regarding claim 27: The examiner takes the position that the recitation of two 
inventions-the multi-block copolymer of the parent claim or a composition comprising 
the same-renders the claim indefinite, as claims are required to recite a single invention. 
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Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

10. Claims 9 and 27 are rejected under 35 U.S.C. 102(b) as being anticipated by 

Turner etal, US5391629. 

11. Example 8 of Turner (Column 10, lines 32-44) discloses a block copolymer 
comprising a first block which is an ethylene/propylene copolymer and a second block 
which is high density polyethylene (HDPE), corresponding to the claimed multi-block 
copolymer containing two blocks characterized by different comonomer contents (for 
claim 9). Turner discloses that the block copolymer may be used in the production of 
adheslves (for claim 27) (Column 7, lines 27-28). 

12. Claims 9 and 27 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Cozewith et al, US5798420, hereinafter Cozewith'420. 

13. Example 1 of Cozewith'420 (Column 16, lines 8-38) discloses the formation of a 
block copolymer comprising a first block which is polyethylene and a second block 
which is an ethylene/propylene copolymer, corresponding to the claimed multi-block 
copolymer containing two blocks characterized by different comonomer contents (for 
claim 9). Cozewith'420 discloses that the block copolymer may be used in the 
production of adheslves (for claim 27) (Column 15, lines 48-53). 
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14. Claims 9 and 27 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Cozewith et al, US5733980, hereinafter Cozewith'980. 

15. Examples 1A and 1 B of Cozewith'980 (Column 15, line 65 to Column 16, line 17) 
disclose the formation of block copolymers comprising a first block which is 
polyethylene and a second block which is an ethylene/propylene copolymer, 
corresponding to the claimed multi-block copolymer containing two blocks characterized 
by different comonomer contents (for claim 9). Cozewith'980 discloses that the block 
copolymer may be used in the production of adhesives (for claim 27) (Column 15, line 
49). 

Claim Rejections - 35 USC § 102/§ 103 

16. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 

invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

17. Claims 12, 14, and 16-23 are rejected under 35 U.S.C. 102(b) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Turner et al, US5391629. 

18. The block copolymer of Example 8 discussed above comprises a first block 
prepared from a monomer mixture comprising 56.5% by mole ethylene and a second 
block comprising only ethylene; the block copolymer therefore comprises greater than 
50% by mole ethylene (for claim 16). 

19. Turner is silent regarding the properties of tensile strength (claim 12), elongation 
at break (claim 12), storage modulus (ratio) (claims 14, 22, 23), compression set (claims 
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14 and 16), melting point (Tm) (claim 17), thermomechanical analysis penetration depth 
(claims 18, 19), flexural modulus (claims 18, 19), and abrasion resistance volume loss 
(claims 20-23). 

20. Applicant recites that the multi-block copolymers of in the instant application are 
linear polymers comprising two or more distinct segments which are joined in a linear 
manner (spec. Page 10, line 29 to Page 11, line 2) which are characterized by a 
polydispersity index (Mw/Mn) of anywhere in the range from 1 .0 to 2.9 (page 1 1 , lines 7- 
11). Said multi-block copolymers are characterized by a molecular weight (Mw) in the 
range of 1000 to 5,000,000 g/mole (Page 72, lines 29-30), a glass transition 
temperature (Tg) less than -25 °C (Page 72, line 11), and comprise ethylene and one 
more comonomers wherein ethylene comprises a plurality of the polymerized units 
(Page 11, lines 12-19). Said comonomer may be propylene (Page 19, line 10). 

21. As discussed above Example 8 of Turner is a block copolymer comprising 
propylene and a plurality of units derived from ethylene comprising two blocks that differ 
in terms of comonomer content; the prior art block copolymer is further characterized by 
Mw/Mn of 1 .59, a Mw of 255900 (based on the reported Mn and Mw/Mn), a Tg of -52.9 °C 
(Column 10, lines 40-44). As the prior art block copolymer is reported to 1) be prepared 
from the same monomers used by applicant, 2) have the same structure as the claimed 
multi-block copolymer, and 3) is characterized by the same properties of molecular 
weight, Mw/Mn, Tg, and ethylene content as the claimed multi-block copolymer, the 
examiner takes the position that the properties of the prior art polymer would 
necessarily be the same as claimed and inherently be not materially different from those 
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of the claimed invention. As tine PTO is not equipped to perform experiments, the 
burden is therefore shifted to applicant to provide evidence demonstrating that the 
properties used to define the claimed invention are not inherently present in the prior art 
block copolymer (for claims 12, 14, 16-23). 



Claim Rejections - 35 USC § 103 

22. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

23. Claims 10 and 11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Turner et al, US5391629. 

24. Turner discloses that the block copolymers may have a polydispersity index in 
the range of 5 or less (Column 7, lines 9-12), overlapping the claimed range (for claims 
10, 11). Regarding the claimed properties of Tm/density relationship, heat of fusion, 
and delta quantity, the examiner takes the position that these limitations are inherently 
met by the block copolymer of Turner per the same rationale outlined in paragraph 23 of 
this Office Action. Applicant is therefore required to provide evidence demonstrating that 
the properties used to define the claimed invention are not inherently present in the prior 
art block copolymer (for claims 10, 11). 
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25. Claims 10-12, 14, and 16-23 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cozewith et al, US5733980. 

26. Example ID of Cozewith'980 (Column 15, line 65 to Column 16, line 6) discloses 
an AB block copolymer wherein the A block comprises polyethylene and the B block 
comprises an ethylene/propylene/diene copolymer, corresponding to the claimed multi- 
block copolymer comprising two segments having different comonomer contents. Said 
block copolymer is characterized by Mw/Mn of 1 .94 (for claims 10, 11) (Table 2), overall 
ethylene content of 70.8% (for claim 16) (Table 2), an Mw of 270000, and an extension 
at break of 1 130% (for claim 12) (Table 3). 

27. The block copolymer of Example 1 D has a tensile strength of 10 MPa (Table 3) It 
has been held that a prima facie case of obviousness exists where the claimed ranges 
and the prior art ranges do not overlap but are close enough that one skilled in the art 
would have expected them to have the same properties, see Titanium Metals Corp. of 
America v. Banner 778 F.2d 775, 227 USPQ 773 (Fed. Cir. 1985). As the claimed 
range "above 10 MPa" reads on values only slightly greater than 10, the claimed range 
would therefore have been obvious to one of ordinary skill in the art at the time the 
invention was made in view of the block copolymer of Cozewith'980 (for claim 1 2). 

28. Cozewith'980 is silent regarding the properties of storage modulus (ratio), 
compression set, melting point (Tm), thermomechanical analysis penetration depth, 
flexural modulus, and abrasion resistance volume loss, Tm/density relationship, heat of 
fusion, and delta quantity; however, as discussed above, Cozewith'980 discloses a 
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block copolymer having the same comonomer content, the same linear structure, and 
similar properties of Mw, Mw/Mn, extension at break, tensile strength, etc. Per similar 
rationale as that outlined in paragraph 21 of this Office Action, the examiner takes the 
position that the properties of the prior art polymer would necessarily be the same as 
claimed and inherently be not materially different from those of the claimed invention. 
Applicant is therefore required to provide evidence demonstrating that the properties 
used to define the claimed invention are not inherently present in the prior art block 
copolymer (for claims 10-12, 14, 16-23). 

29. Claims 10-12, 14, and 16-23 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cozewith et al, US5798420. 

30. As noted above. Example IB of Cozewith'420 discloses an AB block copolymer 
wherein the A block comprises polyethylene and the B block comprises an 
ethylene/propylene/diene copolymer; said block copolymer is characterized by Mw/Mn of 
1 .7 (for claims 10, 11) (Table 1 ), overall ethylene content of 70.8% (for claim 16) (Table 
1), a Mw of 246000, and an extension at break of 1220% (for claim 12) (Table 3). 

31 . The block copolymer of Example 1 B has a tensile strength of 9.7 MPa (Table 3) 
Per the same rationale outlined in paragraph 27 of this Office Action, the claimed range 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made in view of the block copolymer of Cozewith'420 (for claim 1 2). 

32. Cozewith'420 is silent regarding the properties of storage modulus (ratio), 
compression set, melting point (Tm), thermomechanical analysis penetration depth. 
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flexural modulus, and abrasion resistance volume loss, Tm/density relationship, heat of 
fusion, and delta quantity; however, as discussed above, Cozewith'420 discloses a 
block copolymer having the same comonomer content, the same linear structure, and 
similar properties of Mw, Mw/Mn, extension at break, tensile strength, etc. Per similar 
rationale as that outlined in paragraph 21 of this Office Action, the examiner takes the 
position that the properties of the prior art polymer would necessarily be the same as 
claimed and inherently be not materially different from those of the claimed invention. 
Applicant is therefore required to provide evidence demonstrating that the properties 
used to define the claimed invention are not inherently present in the prior art block 
copolymer (for claims 10-12, 14, 16-23). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey Lenihan whose telephone number is (571)270- 
5452. The examiner can normally be reached on Monday through Thursday from 7:30- 
5:00 PM, and on alternate Fridays from 7:30-4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James J. Seidleck can be reached on 571-272-1078. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding tine status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/ Irina S. Zemel/ /Jeffrey Lenihan/ 

Primary Examiner, Art Unit 1796 Examiner, Art Unit 1796 

/JL/ 



